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DETAILED ACTION 

Response to Amendment 

1 . This Office Action is in response to the amendment filed November 4, 2008. 
Claims 1, 5-7, 51-53, 55, 59 and 63-65 have been amended. Claims 14, 71-82, 86 and 
88 were previously withdrawn. Claims 16-50 and 56-58 were previously cancelled. 
Claims 1-13,1 5, 51 -55, 59-70, 83-85, 87 and 89 are rejected finally for the reasons 
given below. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

3. Claims 1 and 51 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claims contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventors, at the time the application was filed, 
had possession of the claimed invention. The limitations to the member whose shape 
deforms requiring that the member be coupled to only one of the first and second 
members was not described in the specification in such a way that the examiner 
believes that the inventors had possession of the claimed invention. 

The examiner will refer to US 2005/0058887, the Patent Application Publication 
of the instantly filed invention, in the following discussion. 
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Based on the Applicant's arguments in the Remarks filed November 4, 2008, it 
appears that the Applicant has amended claims 1 and 51 to require that the member is 
coupled to only one of the first and second members and therefore is not coupled to 
both. The examiner directs Applicant's attention to Figures 1, 1A and 1B of the instant 
disclosure. 
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FIG. 1 




12b 



cathode 



In paragraph [0023], it is disclosed that the actuator (16), or member, is coupled 
to one of the first and second members through and intermediate member. In the 
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claimed embodiment, pictured above, the actuator (16) is coupled to the second 
cylinder (14) through intermediate member (18). Yet, it is clear from Figure 1, above, 
that the actuator is attached also to the first cylinder (12). 

The examiner holds that the member whose shape deforms must be coupled to 
both cylinders in order for the invention to function as intended. The invention works by 
moving one of the cylinders with respect to the other ([0022]). A shape changing 
member attached only to one of the cylinders would not move it with respect to the 
other, because one the other cylinder serves as an anchor for the shape changing 
member, as is clear from Figures 1A and 1B. As stated in the disclosure, the actuator 
(16) is coupled between inner sidewalls of the first cylinder and an intermediate member 
(18) that transfers force produced in the shape changing member (16) to the second 
cylinder (14) causing it to move ([0025]). The examiner understands from this statement 
that the shape changing member must be attached to both the first and second 
cylinders so that the force created by the shape change can be transferred to the 
cylinder that moves. 

For the purposes of examination, the newly added amendment will not be 
interpreted as new matter, in the case that Applicant can show that it is supported by 
the specification, and the rejection will be made over that interpretation. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S. C. 112: 
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The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1-13, 15, 51-55, 59-70, 83-85, 87 and 89 are rejected under 35 U.S.C. 
112, first paragraph, as failing to comply with the enablement requirement. The claims 
contain subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. As discussed above, the instant 
specification does not enable a shape changing member that is not coupled to both the 
first and second members. If the shape changing member was connected to only one of 
the members, a change in shape would not result in a change in position of one 
member with respect to the other. 

Response to Arguments 

6. Applicant's arguments concerning the deficiency of Johnson, specifically not 
teach that the shape changing member is coupled to only one of the members, have 
been considered but are moot in view of the new grounds of rejection, see above. 

7. Applicant's arguments concerning the two shape changing members of Johnson, 
see page 11 of the remarks been fully considered but they are not persuasive. Applicant 
argues that the two shape changing members do not meet the limitations of the claims 
filed April 28, 2008. The examiner holds that the member of Johnson, containing two 
shape changing members and a rod, has the characteristic that its shape deforms in 
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response to a current drawn from the battery, as required in claim 1 . Even though the 
rod never changes shape, the shape changing members have a change in shape in 
response to the current being drawn. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alix Elizabeth Echelmeyer whose telephone number is 
(571 )272-1 1 01 . The examiner can normally be reached on Mon-Fri 8-5:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/PATRICK RYAN/ Alix Elizabeth Echelmeyer 

Supervisory Patent Examiner, Art Unit 1795 Examiner 

Art Unit 1795 



